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DETAILED ACTION 

Claims 1 and 10 are currently presented and have been examined. 
Response to Arguments 
Applicant's arguments with respect to claims 1 and 10 have been considered but 
are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 10 recite "said terminal device used by said user". There is 
insufficient antecedent basis for this limitation in the claim. The claims refer to a 
"plurality of different types of user terminal devices", but do not refer to any "user" being 
involved the use of the terminal device. Furthermore, the claims later recite a "terminal 
device currently being used by said user" and a "second terminal device currently being 
used by said user". It is unclear whether the "terminal device used by said user" is the 
same as the "terminal device currently being used by said user" or the "second terminal 
device currently being used by said user". 

Claims 1 and 10 recite a "second terminal currently being used by said user". It is 
unclear whether the previous recitations of the "terminal device currently being used by 
said user" and its associated steps refer to the first or second terminal since the claims 
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require that the user have at least two terminals being currently used and it is unclear 
which specific terminal device is being referred to within these steps. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 
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Claims 1 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 6 697 836 B1 to Kawano et al in view of US Patent 5,261 ,052 to Shimamoto 
etal. 

Regarding claim 1, Kawano discloses a network system connecting a plurality of 
different types of user terminal devices (referred to throughout the reference as 
"clients") and a network server ("service mediate server") via a known communication 
system, wherein each user terminal device comprises: 

means for retrieving information from a removable memory ("IC card"; column 10, 
lines 33-38) loaded into the terminal device; said removable memory storing user 
specific information ("service requester information") (column 10, lines 23-42), and 

means for transmitting said user specific information and information identifying 
said terminal device ("client terminal information") as specific information ("service 
request message") when said removable memory is loaded, wherein said information 
identifying said terminal device includes terminal type attributes and media type 
attributes corresponding to said terminal device ("condition information" and "service 
interface"; column 5, lines 38-45; column 9, lines 35-47; see also Figure 3, element 
1 051 c); (column 1 0, lines 23-42; column 1 1 , lines 27-38) and 

said network server comprises: 

means for receiving said specific information transmitted by said terminal device 
used by said user, (column 1 1 , lines 27-38) 



Application/Control Number: 09/518,808 Page 5 

Art Unit: 2443 

means for registering said user specific information and said information 
identifying said terminal device included in said specific information as registered 
information, (column 7, lines 21-31; column 8, lines 24-45; column 11, lines 33-38) 

means for updating said registered information identifying said terminal device 
corresponding to said user specific information, (column 7, lines 32-65; column 11, lines 
12-19) 

means for identifying a latest type of terminal device, based on said updated 
information by said means for updating, currently being used by said user and for 
authenticating said user by referring to said registered information, (column 7, lines 32- 
65; column 1 1 , lines 1 2-1 9 and 39-53) 

means for notifying the authenticated user of the arrival of message information 
for the user when the removable memory is inserted into the terminal device, (column 5, 
lines 1-47, specifically lines 21-24; column 8, lines 33-45) 

means for converting ("changing") message information addressed to said 
authenticated user to a data format compatible with said terminal device based on said 
terminal type attributes and said media type attributes of said terminal device currently 
being used by said user (column 2, lines 8-24; column 9, lines 25-47; column 1 1 , line 
54-column 12, line 14), and 

means for transmitting the converted message information to said terminal 
device currently being used by said user, wherein, in response to said user requesting 
message information from the network server and switching from a first terminal device 
compatible with the first data format to a second terminal device compatible with the 
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second data format before the requested message information is transmitted, the 
message information is converted from the first data format to the second data format 
and transmitted to the second terminal device. (Abstract, specifically "The information 
received by [a server] is processed by the service mediate agent and the processed 
information is transmitted to [a client]."; column 9, lines 25-47 and 59-64, specifically 
lines 59-64 wherein the service is "changed" according to the "environment of the 
system") (see also column 5, lines 19-26, wherein terminal devices may be of different 
types and the terminal devices may be used "sharably by plural users" which suggests 
the users may switch between terminal devices and use the machines to retrieve the 
message information in the manner as described in the reference) 

Kawano does not expressly disclose wherein the user specific information 
includes a group identification for identifying plural users of the user terminal device to 
form a specific group. 

However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. Thus, this descriptive 
material will not distinguish the claimed invention from the prior art in terms of 
patentability. See In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to include the nonfunctional descriptive material with 
the claimed invention because such data does not functionally relate to the steps in the 



Application/Control Number: 09/518,808 Page 7 

Art Unit: 2443 

method claimed and because the subjective interpretation of the descriptive material 
does not patentably distinguish the claimed invention. 

Kawano also does not expressly disclose means for detecting an extraction of 
the removable memory from the terminal device based upon changes to an interface 
signal level from a logical high level to a logical low level and means for transmitting an 
erasure request to the network server based on the detected extraction of the 
removable memory and wherein the registered information is erased in response to the 
erasure request transmitted by the terminal device when said removable memory is 
extracted from the terminal device, however, Kawano does disclose the use of a 
memory means as a portable medium as shown above. Kawano also discloses wherein 
the memory means contains user specific information that uniquely identifies a user and 
contains information exclusive to the user and that information is registered at the 
network server at the time of memory means insertion (column 7, lines 21-31 ; column 8, 
lines 24-38). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to erase the registered information located at the network server 
when the memory means is extracted from the terminal device as disclosed in Kawano. 
Kawano discloses the memory means as a portable medium, which means that the user 
uses the memory means as a means to use his or her exclusive information to obtains 
service from a server for a temporary period of time. One of ordinary skill would 
recognize this fact and would have considered it obvious that the memory means would 
eventually be removed when the user no longer required the services of the server, 
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causing the means which receives the memory means to go from a logical high level to 
a logical low level, thus signaling extraction. It would logically follow that the registered 
user's information would no longer be valid at the terminal at which the user used the 
memory means to obtain service from the server and the client would notify the server 
to that effect and the user's information would be considered invalid and, at some point 
in time, erased by an express deletion or by being overwritten by new values. To 
support this, Kawano disclosed that the use of memory means allows for the user to 
control his or her privacy and allow for the client that receives such a memory means to 
be in control of the reception of services (column 8, lines 33-45). 

Kawano also did not expressly disclose, however, Shimamoto disclosed means 
for transmitting to the authenticated user message arrival data when the removable 
memory is inserted into the terminal device currently being used by the authenticated 
user, wherein the message arrival data indicates arrival at the network server of 
message information addressed to an electronic mail address of the authenticated user 
after the response to the erasure request by the network server, means for receiving a 
confirmation from the authenticated user requesting transmission, to the terminal device 
currently being used by the authenticated user, of the message information indicated by 
the message arrival data (see at least column 1 , line 63-cokumn 2, line 2, column 2, 
lines 16-25, column 6, lines 47-53, column 9, line 45-column 10, line 14, specifically 
column 10, lines 7-14) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of these references since the teachings 
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of Kawano and Shimamoto are analogous to one another regarding the use of 
removable memory and the delivery of the messages including electronic mail to a user 
that is authenticated by the use of a removable memory card and one of ordinary skill in 
the art would have been motivated to combine the teachings of these references based 
on this analogous relation. As disclosed in Shimamoto, the use of the removable 
memory allows the user to receive mail at any location (see column 2, lines 26-36). 
Therefore, one of ordinary skill would have been further motivated to combine the 
teachings of the references based on the disclosed advantages of using the teachings 
as taught in Shimamoto. 

Claim 10 is also rejected since claim 10 recites a network system that contains 
substantially the same limitations as recited in claim 1 . 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George C. Neurauter, Jr. whose telephone number is 
(571)272-3918. The examiner can normally be reached on the hours between 8:30am- 
5:00pm Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tonia Dollinger, can be reached on 571-272-4170. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/George C Neurauter, Jr./ 
Primary Examiner, Art Unit 2443 



